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DETAILED ACTION 



Status of Claims 



1. 



Claims 1 



12 are pending. 



Claims 1 



12 are rejected. 



Claim Rejections - 35 USC § 102 



2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or In public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 



3. Claims 1 - 12 are rejected under 35 U.S.C. 102(b) as being anticipated by Kempf 
etal (U.S. 6,747,175). 

4. The rejected Claims cover, inter alia, a process for preparing a aniline derivative 
of formula (I) by the reaction of formula (1 1) with a dihalogen X2, and by introducing the 
two compounds simultaneously into a polar aprotic solvent in a dihalogen to compound 
of formula (11) ration ranging from 1 .9 to 2.5 and at a temperature ranging from 100 to 
300°C. Further, in claim 2 Applicant defines formula (I), as 2,6-dichloro-para- 
trifluoromethylaniline. In claims 3 and 4 the solvent used in claim 1 is a chlorinated 
aliphatic solvent subsequently defined as dichloroethane. In claims 5 and 6 the solvent 
as a chlorinated aromatic solvent subsequently defined as monochlorbenzene. Claims 
7-10 further limits the temperature and molar ranges. Lastly, in claims 1 1 and 12 the 
solvent used in the process of claim 2 is either a chlorinated aliphatic solvent or 
chlorinated aromatic solvent. 



states. 
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Kempf et al. discloses a method of chlorinating aniline. Applicant is directed to 
the discussion of Kempf et al. in the Office Action of July 1 9, 2007. Further, Kempf et 
al. discloses a process of synthesis of aniline which is chlorinated on the ring which 
comprises at least one carbon atom of the sp^ hybridization which is both 
prehalogenated and the carrier of a fluorine atom, (see column 1 , lines 61 - 66). 
Basically, Kempf et al. discloses all of the process features of the claimed invention. In 
Kempf et al. the reactants include a para-trifluoromethylaniline, chlorine (012) and 
monochlorobenzene (polar aprotic solvent), (see Example 1 results table, Test No. 3). 
Also, in Kempf et al. the substrate and the chlorine are introduced gradually and 
simultaneously over a heel of solvent or of reaction mass, (see column 3, lines 6-9). 
5. Applicant's claimed process is disclosed in Kempf, in that the claimed process 
does not exclude the use of a polar protic solvent, i.e. hydrofluoric acid. The language 
of the preamble which recites the purpose of the claimed invention does not result in a 
process difference between Applicant's claimed invention the process disclosed by 
Kempf et al. in Example 1 and as stated in column 2, lines 34-37; because it does not 
exclude any additional components from the claimed process. Further, when reading 
the claims in light of the Specification, the claimed process does not disclose that polar 
protic solvents are excluded from the claimed process. A preamble is generally not 
accorded any patentable weight where it merely recites the purpose of a process or the 
intended use of a structure, and where the body of the claim does not depend on the 
preamble for completeness but, instead, the process steps or structural limitations are 
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able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and 
Kropa V. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). 

The question whether a reference "teaches away" from the invention is 
inapplicable to an anticipation analysis. See Kalman v. Kimberly- Clark Corp. , 713 F.2d 
760 , 772, 218 USPQ 781 , 789 (Fed.Cir. 1983). "The law of anticipation does not 
require that the reference 'teach' what the subject matter of the patent teaches .... [I]t 
is only necessary that the claims under attack, as construed by the court, 'read on' 
something disclosed in the reference." , SRI Int'l v. Matsushita Bee. Corp. of Am. , 775 
F.2d 1107 . 1125, 227 USPQ 577 . 588 (Fed.Cir. 1985) (in banc). 

Response to Arguments 

6. Applicant's arguments filed April 15, 2008 have been fully considered but they 
are not persuasive. Applicant respectfully argues that the claimed process does not 
require a polar protic solvent and that Applicant's claimed process produce higher yield 
than produced by Kempfs Example 1. 

7. However, as set out above in the 102(b) rejection, the process as claimed does 
not exclude the use of a polar protic solvent. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., higher yield) are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 USPQ2d 1057 (Fed. Cir. 1993). 

It is known in the art that para-trifluoromethylaniline can be dichlorinated. 
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One of ordinary sl<ill in tlie art would have been motivated to use a polar aprotic 
solvent because, as suggested by the teaching of Kempf et al., it is known in the art that 
the mixture of polar protic solvents and polar aprotic solvents are useful in a 
dichlorination reaction to produce 2,6-dicholor-para-trifluoromethylaniline. 

One sl<illed in the art would be motivated to choose art recognized alternative 
solvents as a matter of choice based on such factors as availability and cost. 

Therefore, the invention as a whole was prima facie obvious to one of ordinary 
skill in the art at the time the invention was made, as evidenced by the references, 
especially in the absence of evidence to the contrary. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. The factual inquiries set forth in Graiiam v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

10. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
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the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

1 1 . Claims 1 - 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kempf et al. (US 6,747,175) for reasons given in the previous office actions mailed July 
19, 2007 and January 15, 2008. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to YATE' K. CUTLIFF whose telephone number is 
(571 )272-9067. The examiner can normally be reached on M-TH 8:30 a.m. - 5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel M. Sullivan can be reached on (571) 272 - 0779. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Yate K. Cutliff 
Patent Examiner 
Group Art Unit 1621 
Technology Center 1600 

/Daniel M Sullivan/ 

Supervisory Patent Examiner, Art Unit 1621 



